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DETAILED ACTION 

1 . Claims 1-30 were pending in the instant application at the time of the previous 
Office Action, mailed April 5, 2007. By the latest amendment, filed July 2, 2007, new 
claims 31-34 are added. Therefore claims 1-34 are pending and have been examined. 



Response to Arguments 

2. The Applicant's arguments with respect to the rejections of claims 1 6-24 under 
35 USC 101 are persuasive and the rejections are withdrawn. 

The Applicant's argument with respect the rejection of claim 20 under 35 USC 
Sec. 102(b) as anticipated by Ryota has been fully considered and is persuasive and 
the rejection is withdrawn. 

Applicant's arguments with respect to claims 1-7 have been fully considered but 
are moot in view of the new ground(s) of rejection. 

Applicant's arguments with respect to claims 16, 19-22, 24, 29 and 30 been fully 
considered but they are not persuasive. The applicant argues that the rejections of 
these claims under 35 USC Sec. 102(b) as anticipated by Ryota are improper because 
Ryota fails to teach the feature of recording a multi-digit security code into a motion 
picture with each recorded symbol representing a digit of the code. Yet such a feature is 
not recited in these claims. Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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The Applicant argues further in traverse of the rejection of claim 29 as anticipated 
by Ryota by asserting that Ryota fails to teach the feature of a separate predetermined 
pattern or defects for each of a plurality of characters. However, the Examiner maintains 
that Ryota teaches such at, for example, paragraph 0095 and 0096. The Applicant 
argues that Ryota cannot teach this feature since a random number generation process 
is used to create the pattern containing the watermark information and that therefore the 
same random number may be generated twice. However, the Examiner notes that given 
the relatively large number of random values generated by all industry standard random 
number generators compared to the far smaller number used to watermark a film in the 
system of Ryota, the probability of two congruent values being generated in the 
watermarking process of Ryota is essentially zero. Ryota teaches such at paragraphs 
0069 and 0069. 

The Applicant argues in traverse of the rejection of claim 7 as anticipated by 
Ryota by asserting Ryota fails to teach the feature of a unique identifier for each print of 
a film. However, Ryota teaches that the copyright information may be encrypted or 
hashed prior to insertion, and therefore the watermark will represent a different number 
for each print of a film. 

The Applicant asserts that the rejections of claims 2, 16, 24 and 29 are improper 
because Ryota fails to teach the feature of marks that "look like defects." However, the 
dot patterns used by Ryota to carry the watermark information as taught in paragraph 
0095 constitute such. Such a pattern will also appear as a defect in the film. The 
applicant further argues that Ryota teaches at paragraph 0051 , a watermark that will 
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appear as recognizable characters under magnification of a static image. However, the 
mark will appear as a defect to the unaided eye. The applicant's claims do not specify a 
magnified static image frame be perceived as containing a defect. 

The Applicant asserts that the rejection of claim 3 as anticipated by Ryota is 
improper because Ryota fails to teach that the mark will be a pattern that represents 
alphanumeric data. However, the Examiner maintains that such is indeed taught at figs. 
10, 17-19, and paragraphs 0076, 0078, and 0095. 

The Applicant asserts that the rejection of claim 4 as anticipated by Ryota is 
improper because there is no teaching of a pattern composed of specks that are small 
and widely spaced so as to be unobtrusive. However the Examiner maintains that such 
is indeed taught by Ryota at paragraph 0049 and 0051 where the mark is taught as not 
susceptible to loss due to compression techniques. 

Claim Objections 

3. Claim 30 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 30 recites a 
preamble in which it is dependent on itself. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 16, 19, 21, 22, 24, 29, and 30 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated by Ryota et al., International Application EP 0 899 688 A3. 

As for claim 16, Ryota teaches a motion picture film copy bearing a coded 
identification number with a plurality of different components (fig. 2; [0001], [0033], fig. 
10, 17, 18, 19, [0076], [0078], [0095]), each of said components being composed of one 
or more small, separated marks resembling defects and located in the visible portion 
([0051) of a separate one of the frames of said film copy ([0034], 0035]). 



As for claim 19, Ryota teaches a film copy as in Claim 16 in which each of said 
components is repeated at least once in an adjacent frame before a second component 
is recorded ([0097]). 
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As for claim 21 , Ryota teaches a film copy as in Claim 16 in which said separate 
ones of said frames are located a substantial distance from the other of said frames 
([0097]). 

As for claim 22, Ryota teaches a motion picture film print bearing coded 
information (fig. 2; [0001], [0033]), said coded information being represented by a 
plurality of small marks having the appearance of defects formed into code symbols 
representing said coded information defects ([0051]: a magnifying glass must be used 
to discern that the mark is a coding symbol). 

As for claim 24, Ryota teaches a film print as in Claim 22 in which said marks 
comprise a plurality of groups of defects, each arranged in a predetermined pattern or 
shape representing a separate digit of the print number of the film ([0095]). 

As for claim 29, Ryota teaches a method of recording a plurality of coded 
alphanumeric in a motion picture film recording ([0095]), said method characters 
comprising; (a) recording a separate predetermined pattern or defects in the sight area 
of one or more frames of said recording to represent each of a plurality characters 
([0095]), and (b) storing the location in said film recording of each of said patterns 
([0051]). 
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As for claim 30, Ryota teaches a method as in Claim 30 in which said defects are 
small specks, each pattern appearing in one of widely separated frames to form an 
alphanumeric sequence representing the code number of said film ([0095]). 

6. Claims 31-34 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Antonellis et al. US 7,206,409. Antonellis teaches: 

As per claim 31 , a motion picture security code application system (abstract) 
comprising: (a) a recording device for recording code symbols on a motion picture 
record medium (col. 6 lines 12-33); and (b) a control system for controlling said 
recording device to cause it to record on said record medium information comprising a 
plurality of separate coded symbols (col. 3 lines 10-20, col. 6 lines 12-34, 55-63, col. 7 
lines 45-50, col. 10 lines 30-44), each said symbol comprising one or more small marks 
which look like defects (col. 7 lines 1-8). 

As per claim 32, a motion picture record medium having motion picture content 
recorded (abstract) thereon bearing a coded identification number with a plurality of 
separate coded symbols, each symbol representing a digit of a multi-digit security code 
and each symbol being recorded in a separate frame of the motion picture content 
recorded on said record medium (col. 3 lines 10-20, col. 6 lines 12-34, 55-63, col. 7 
lines 45-50, col. 10 lines 30-44). 
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As per claim 33, the motion picture record medium of claim 32, wherein the 
separate coded symbols are represented by a plurality of small marks having the 
appearance of defects in the motion picture content (col. 7 lines 1-8). 

As per claim 34, the motion picture record medium of claim 32, wherein the 
record medium is a DVD (col. 5 lines 40-45) 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ryota. 

As for claim 13, Ryota fails to explicitly teach a system as in Claim 1 in which 
said recording equipment includes fiber-optic cables with an exit focusing lens and a 
controlled light source for sending light through selected ones of said fiber-optic cables 
to record a pattern of light spots on said record medium and thereby form one of said 
symbols. However, Official Notice may be taken that that use of such features in 
recording equipment is old and well known in the art. Therefore it would have been 
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obvious to one of ordinary skill in the art at the time of the invention to incorporate this 
feature into the system of Ryota. It would have been desirable to do so since this would 
allow for the use of standard film recording apparatus to encode the watermarked code 
symbols. 

As for claim 14, Ryota does not explicitly teach a system as in Claim 13 in which 
said recording equipment includes means for synchronizing the formation of said spots 
with the movement of said record medium through a copy recorder for recording 
medium. However, Official Notice may be taken that that use of such features in 
recording equipment is old and well known in the art. Therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate this 
feature into the system of Ryota. It would have been desirable to do so since this would 
allow for the use of standard film recording apparatus to encode the watermarked code 
symbols. 

As for claim 15, Ryota teaches a system as in Claim 14 in which said record 
medium is motion picture film and said copy recorder is a film printer (fig. 2; [0001], 
[0033]). 

9. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ryota and Antonellis et al., US 7,206,409. 
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As for claim 1 , Ryota teaches a moving picture security code application system 
(Para. 57) comprising: (a) code symbol recording equipment for recording code symbols 
on a moving picture record medium (fig. 2; [0001], [0033]), and (b) a control system for 
controlling said recording equipment to cause it to record on said record medium (fig. 2, 
[0023]) information comprising a plurality of separate coded symbols ([0043], [0049]), 
each being recorded in a separate frame of said moving picture ([0033], [0034], [0035]). 
Ryota fails to explicitly teach each symbol representing a digit of a multi-digit security 
code. However, Antonellis does teach this feature (col. 3 lines 10-20, col. 6 lines 12-34, 
55-63, col. 7 lines 45-50, col. 10 lines 30-44). Therefore it would have been obvious to 
one of ordinary skill in the art at the time of the invention to incorporate these features 
into the system of Ryota. It would have been desirable to do so since this would 
increase the fidelity of the watermarking process and prevent unauthorized removal of 
the mark. 

As for claim 2, Ryota teaches a system as in Claim 1 in which each of said code 
symbols is located in a visible portion of said frame, said symbol comprising one or 
more small marks which look like defects ([0051]: a magnifying glass must be used to 
discern that the mark is a coding symbol). 

As for claim 3, Ryota teaches a system as in Claim 1 in which each of said 
symbols is made of a plurality of specks formed into a pattern representing an 
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alphanumeric character (fig. 10, 17, 18, 19, [0076], [0078], [0095]). 

As for claim 4, Ryota teaches a system as in Claim 3 in which each of said 
specks has a size large enough to avoid elimination by the data compression routine of 
a video camera used to make a copy of the motion picture recorded on said record 
medium, said specks being relatively small and widely spaced from one another so as 
to be unobtrusive ([0049]). 

As for claim 5, Ryota teaches a system as in Claim 1 in which each of said 
symbols is recorded in a plurality of different adjacent frames prior to the location of the 
next component of said multi-digit security code ([0097]). 

As for claim 6, Ryota teaches a system as in Claim 1 in which the plurality of 
separate coded symbols is recorded a plurality of times at spaced-apart locations on 
said record medium ([0034], 0035]). 

As for claim 7, Ryota teaches a system as in Claim 1 in which each of said 
symbols comprises a representation of one digit of a multi-digit print identification 
number, and a unique identification number is provided for each of a plurality of prints of 
a motion picture ([0095]: the copyright control information is chosen pseudo-randomly 
and therefore each will be unique to that print). 



Application/Control Number: 10/657,287 Page 12 

Art Unit: 2137 

Allowable Subject Matter 

10. Claims 25-28 are allowed. 

11. Claims 8-12, 17, 18, 20, and 23, are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul E. Callahan whose telephone number is (571) 272- 
3869. The examiner can normally be reached on M-F from 9 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
supervisor, Emmanuel Moise, can be reached on (571) 272-3865. The fax phone 
number for the organization where this application or proceeding is assigned is: (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Paul Callahan/ 

EMANUEL L.MOiSE 

Septembers, 2007 SUPERVISORY PATENT EXAMINER 



